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after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverses of group I (claims 1-6) in the reply filed on 
1 2/22/2004 is acknowledged. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hosokawa JP 02147618 (cited by applicant). 

5. Regarding claim 1, Hosokawa teaches epoxy resin composition including an 
epoxy resin; a phenolic resin; a latent curing accelerator and an inorganic filler 
(abstract) wherein the viscosity at 25 °C is 7000 poise or more. Although Hosokawa 
does not explicitly disclose that the viscosity of the resin is 5000 poise or less at 80 °C, 
this limitation is an inherent property of the resin disclosed by Hosokawa. Since the 
viscosity of a fluid is inversely proportional to the temperature, and the viscosity at 25 °C 
of the main constituent of the resin is in the range of 10-50,000 poise, it is expected that 
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at a temperature greater than 25 0 C (e.g. 80 0 C) the viscosity will be lower or at least 
within the same range (10-50000 P). 

6. In regards to claims 2-4, the claim limitations describing the physical state of the 
resin raw materials/constituents (i.e. solid or liquid) are considered product by process 
limitations because they intent to describe the physical state of the resin's constituents 
during the manufacturing process and not the final product. Note that the final product 
(the resin) is solid. A "product by process" claim is directed to the product per se, no 
matter how actually made. Furthermore, the physical property of the resin's constituents 
at any intermediate process step does not affect the physical/chemical properties of the 
final product. See In re Thorpe et al. , 227 USPQ 964 (CAFC, 1985) and the related 
case law cited therein which makes it clear that it is the final product per se which must 
be determined in a "product by process" claim, and not the patentability of the process, 
and that, as here, an old or obvious product produced by a new method is not 
patentable as a product, whether claimed in "product by process" claims or not. As 
stated in Thorpe, even though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. In re Brown, 
459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); In re Pilkington, 411 F.2d 1345, 
1348, 162 USPQ 145, 147 (CCPA 1969); Buono v. Yankee Maid Dress Corp., 77 F.2d 
274, 279, 26 USPQ 57, 61 (2d. Cir. 1935). Note that Applicant has burden of proof in 
such cases as the above case law makes clear. 
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Allowable Subject Matter 

7. Claims 5 and 6 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Remarks 

8. In the communication filed on 08/27/2001, applicant declared that a new claim 
(i.e. claim 22) was added. Nevertheless, that communication or any subsequent 
communication did not include claim 22. On February 1 , 2005 the examiner taught with 
applicant's representative (Mr. Raul Tamayo) to request a complete copy of the 
amendment filed on 08/27/2001 that includes claim 22. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leonardo Andujar whose telephone number is 571-272- 
1912. The examiner can normally be reached on Mon through Thu from 9:00 AM to 
7:30 PM EST. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nathan J. Flynn can be reached on 571-272-1915. The fax 
phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 

10. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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